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TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING 
REJECTION OVER A "PRIOR" PATENT 



Docket Number (Optional) 
XTR004CIP-DIV 



In re Application of: John C. GERDES 
Application No.: 10/690.359 
Filed: October 21, 2003 
For: NUCLEIC ACID ARCHIVING 



The owner*, Aoolera Corporation . of ino percent interest in the instant application hereby disclaims, 

except as provided below, the terminal part of the statutory term of any patent granted on the instant application which would extend beyond 

the expiration date of the full statutory term prior patent No. 6.872.527 as the temri of said prior patent is defined In 35 U.S.C. 154 

and 173, and as the term of said prior patent is presently shortened by any terminal disclaimer. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the prior patent are commonly owned. This 
agreement mns with any patent granted on the instant application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of the term of any patent granted on the Instant application that 
would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 1 54 and 1 73 of the prior patent, "as the term of said prior 
patent is presently shortened by any terminal disclaimer," in the event that said prior patent later: 

expires for failure to pay a maintenance fee; 

is held unenforceable: 

is found invalid by a court of competent jurisdiction; 

is statutorily disclaimed in whole or tenninally disclaimed under 37 CFR 1 .321 ; 
has ail claims canceled by a reexamination certificate: 
is reissued; or 

is in any manner terminated prior to the expiration of its full statutory term as presently shortened by any temnina! disclaimer. 



01 FC:161i 



Check either box 1 or 2 below, if appropriate. 

1 • E For submissions on behalf of a business/organization (e.g., corporation, partnership, university, government agency, 
etc.), the undersigned is empowered to act on behalf of the business/organization. 

I hereby declare that all statements made herein of my own knovy^edge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 



The undersigned is an attorney or agent of record. Reg, No.. 



01/30/200; RNEBRAHT 00000073 10690359 



Signature 



Scott R. Bortner, Reg. No. 34.298 



Date 



130.00 OP 



0 Terminal disclaimer fee under 37 CFR 1.20(d) included. 



Typed or printed name 



650.638.6245 



Telephone Number 



WARNING: Information on this form may become public. Credit card information should not 
be included on this form. Provide credit card information and authorization on PTO-2038. 



*Statement under 37 CFR 3.73(b) is required If terminal disclaimer is signed by the assignee (owner). 
Form PTO/SB/96 may be used for making this certification. See MPEP § 324. 

This collection of information is required by 37 CFR 1.321 . The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent 
and Trademark Office. U.S. Department of Commerce. P.O. Box 1450. Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 
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iTfiA^^^ STATEMENT UNDER 37 CFR 3.73(b) 

Applicant/Patent Owner applera corporation 



Application No./Patent No./Control No.: in/fi9n 3S9 Filed/Issue Date: onTORFR^i pnna 

NUCLEIC ACID ARCHIVING 



APPLERA CORPORATION , a CORPORATION 



(Name of Assignee) (Type of Assignee: corporation, partnership, university, government agency, etc.) 

States that it is: 

1. 12 the assignee of the entire right, title, and Interest; or 

2. □ an assignee of less than the entire right, title and interest 

(The extent (by percentage) of its ownership interest is %) 

in the patent application/patent identified above by virtue of either: 

A. n An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded 

in the United States Patent and Trademari< Office at Reel , Frame . or a true copy of the 

original assignment is attached. 

OR 

B. [3 A chain of title from the inventor(s). of the patent application/patent identified above, to the cun-ent assignee as follows: 

1 . From: GERDES. MARMARO. IVES AND ROEHL To: XTRANA. INC. 



The document was recorded In the United States Patent and Trademaric Office at 
Reel 014638 Frame 0024 , or for which a copy thereof is attached. 

2. From: XTRANA. INC. To: APPLERA CORPORATION 



The document was recorded in the United States Patent and Trademart< Office at 
Reel 014733 , Frame 0919 , or for which a copy thereof is attached. 

3. From: To: 



The document was recorded in the United States Patent and Trademark Office at 
Reel , Frame , or for which a copy thereof is attached. 

n Additional documents in the chain of title are listed on a supplemental sheet. 

As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain of title from the original owner to the 
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11. 

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment 
Division in accordance with 37 CFR Part 3. to record the assignment in the records of the USPTO. See MPEP 
302.08] 

The undersign^ (whose title is supplied below) is authorized to act on behalf of the assignee. , 

rf /W: / l7jr/o( 

Signature Date 

SCOTT R. BORTNER 650.638.6245 

Printed or Typed Name Telephone Number 

DIRECTOR OF MOLECULAR BIOLOGY PATENT PRACTICE 



Title 



This collection of information is required by 37 CFR 3.73(b). The Information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. 
U.S. Patent and Trademark Office. U.S. Department of Commerce. P.O. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



/f you need assistance in completing the form, call 1-800'PTO'9199 and select option 2. 



LIMITED AUTHORIZATION TO ACT ON BEHALF OF ASSIGNEE 
REGARDING CERTAIN PATENT AND TRADEMARK MATTERS 
EFFECTIVE THROUGH: December 31, 2006 

I, Paul D. Grossman, as Assistant Secretary of Applera Corporation ("Applera"), hereby 
authorize the following patent attorneys: 

Scott R. Bortner, Reg. No. 34,298 

John W. Bums, Reg. No. 43,520 
Jeffery D. Frazier, Reg. No. 34,601 

Brian D. Gildea, Reg. No. 39,995 
Andrew T. Kamakis, Reg. No. 27,909 
Phil N. Makrogiannis, Reg. No. 47,766 
Vincent M. Powers, Reg. No. 36,246 

(1) to act on behalf of Applera, with regard to any matters before the United States Patent and 
Trademark Office, any foreign patent or trademark offices, and any international patent or 
trademark entities, (2) to execute power of attorney documents on behalf of Applera, to appoint 
and/or establish any attorneys, agents, and/or law firms to act on behalf of Applera, in any 
foreign or international patent or trademark applications filed with any foreign and/or 
international patent or trademark offices, and (3) to execute assignment and ownership 
documents on behalf of Applera, with regard to any matters before the United States Patent and 
Trademark^ Office, any foreign patent or trademark offices, and any international patent or 
tradema^;^ffices. 

Date 




ssmi 



Patfl D. Gro^man 
Assistant Secretary, 
Applera Corporation 



State of California ) 

) ss. 

County of San Mateo ) 

On Ait/^K'Z.U 2004 before me, Pi^'i ^ personally appeared Paul D. Grossman . personally 

known to me (or proved to me on the basis of satisfactory evidence) to be the person whose name is subscribed to 
the within instrument and acknowledged to me that he executed the same in his authorized capacity(ies), and that by 
his signature on the instrument the person{s), or the entity upon behalf of which the person(s) acted, executed the 
instrument. 



WITNESS my hand and ofiScial seal. 




IWID-SEJAN [ Notary Public 

Commission # 1393279 I 

Notary Public - California | 

San Mateo County f 



